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S5 PARLIAMENT OF UGANDA
REPOF RT OF THE CTORAL CO’\{{MI N LEGAL ARD

P@RLIAMEN’”ARY AFFAIRS _ON THE Nﬂ USTRIAL
PROPERTY BILL, 2009




1.0 Introduction

P

The Industrial Property Bill, 2009 was read for the first time on 9% July
5009 in the 8th Parliament. It was re-intreduced by a Resolution of
arliament in the 9th Parliament on 31st October 2011 and re-read for
‘he first time on 237 February 2012, It was referred to the Comumittee on

] "
Legal and Parliamentary Affairs in accordance with Rules 117 and 118 of

T - et -1 - = —
in analyzing the Bill, the Comm

The Industrial Property Bill, 2 )09 is part of the program of reform of
commercial laws of Ugande to support private sector developrmment,
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should be noted that Uganda is a member state of the World
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Intellectual Property Organizetion (ARIPO), a signatery to the Fams
Convention, Patent Cooperation Treaty, TRIPs agreement anid 8

recognized user of the Nice Agreement on classification of goods and

d it is obligated to enact this law, among other reasons, as a
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3.0 Methodology

In the process of analysing the Bill, the Committee discussed the Bill and




et

Ministry of Justice and Constitutional Affairs,

Uganda Law Reform Commission,’

b

w

Uganda Law Society,

4. Law Development Center, - e ' ' &
5. Uganda Registration Services Bureau,
6. Private Sector Foundation Uganda (PSFU),

1. Association of Microfinance Institutions in Uganda.

Maputo - Mozambique, Port Louis = Mauritius, Kuala-Lumpur -
Malaysia, London - United Kingdom and Harare — Zimbabwe and to

conduct study tours and benchmark the Bill.

The - Committee would liketo*-deknawledge 'and-iappreciate the U
Industrial property Office (UK-IPOJ, the Malaysian Industral”

Office (MY-IPO), the African Regional Industrial Property Otfice (Al

- -
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Zimbabwe, the Kenyan Industrial Property Institute-and the

¢

Industrial Property. Office for all'the-informationiand-help -given to the

The Committee in a special way appreciates the Justice Law and Order
Sector (JLOS) for availing funidg® for‘thie Comittee to” conduct study

tours in Kenya and Mozambique. S isian o il il 2o

4.0 Objective of the Bill

The object of the Bill is to provide for the promotion cf inventive and

J
innovative activities, to facilitate the acquisition of technology thrcugh

5
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the grant and regulation of patents, utility models, techno

5 P (Lo Sy s ‘ e - = = s sy v weerTretey d - e

industrial designs, to provide for the designation of registrar, the powers

and functions of the registrar and the establishment of a register of
g
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V1.

"deerhment should fCUOV»T‘

. Having observed that there is the need to develop Intellectua

assistance available through World Intellectual Property
Organization (WIPO) and ARIPO for the establishment of the IP

academy . to increase uxpertlse in this field of IP and the

The laf;‘ poses  some. f’.tph‘:mentamon challenges if Government
dees not build 'Jai;w.? city in the office of Registrar General by staffing
the office with adequate skilled examiners and comouterzmg the

office. Most importantly, the Government should. embark on
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training more staff and Judicial Officers on IP issues.: This will

create specd ; anid efficient service delivery. All countries visited by

the Comdiittee informed the Committee that they employed as

many as two thousan offessionals who examined:patents and
patent ag plications

While the proposed law provides for criminal proceedings to be
ht against those who infringe on patent: rights, the

Committee learnt that there are alternative remedies; such as

damages, injunctions, account of profits (refund of .profits). The
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that the law should not be too strict as to

Property in Uganda, the Committee recommends that the

Government should take a'lead in the development of In

that the Bill be passed into law
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ROPOSED AMENDMENTS TO THE INDUSTRIAL PROPERTY BILL

oS
i.Clause 2- Interpretation- Definition of “Court”
Redraft as follows:
‘Court’ means the High Court of Uganda
Justification
- The commercial division of the High Court of Uganda is
based on the administrative structure of the High Court. Any
future re-naming or administrative restructuring would
inevitably necessitate amendrmént of the legislation.
-2.Clause 3- Registrar
{2) Redrait clause 3(1) as follows:

(1) The Registrar General appointed wunder the Ugandd
Registration Services Bureau Act Cap 210 shall be the
Registrar of industrial property

Justification
- To harmonize the provisions of the Act with the Uganda
Registration Services Bureau Act since the law shall be
implemented by the Uganda Registration Services Bureau.
(b) Clause 3(2) - delete the words ‘Minister may’ in the third line of:

the provision. Ll 4
Justification
= Tg correct an errosr

3.Clause 8- Meaning of “invention”

a) Clause 8(3)(f) at the end of the provision add * or thereaiter as L




of Intellectual Property Rights (TRIPS) at the World Trade
Organ ization Council for TRIPS granted to Uganda individually

or to the least developed'rcountnes as a group-so long as

Uganda is so classified’ ..

Justification
For flexibility in case Uganda is not yet ready Dy 2016 to

exclude pharmaceuticals from protection.

Add sub-clauses (g) and (h)

(g) natural substances, €even if purified, synthesized or

otherwise isolated from nature; this provision sheall not apply to

the processes of isolating those natural substances from their

original environment;

(h) the h"*rnan body and 2ll its elements in whole or in'part..,...
Justification

§ o : R
To include exclusions with" teéspect to natural " substances,
plants and animals

.Clausez 10- Novelty

Clause 10 (1) add at the end of the provision the following words
‘or where a theoretical person who is highly skilled in the

relevant area could not derive the inve tion from a combination

of prior disclosed art.’

To apply global staridard expertise with respect to prior art and

to acknowledge that it is relé;,vant to.consider combinaticn ©
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b) Rephrase clause 10(2} as follows:
‘For purposes of this Act, prior art consists of everything made
available to the public anywhere in the world by means of

rittenn disclosure including drawings, published patent
o P ] iy I

1

applications, and!other illustrations or by-oral disclosure, use.
by : J il

exhibition or other non-written means which shall also be

considered prior art, including information implied in any,

the disclosure occurred before the date of filling of the

application. ox;. if. priority is, claimed, before .the priprity date

To consider disclosure in multiple and inferred- disclosures, not

.Clause 13(b) Non- patentable invention

) imwem
(D) IIVEIIUIOILS

Justification
Add ‘public policy’ considering that public order, morality, public

health and safety , principles of humanity and environmental

P L PO TR e L g o Flawt 43
conservaucn and weliare speclily matters that reilect the common
S AR 2 ]l S T S B

sense, common conscience and well settled public opinion relating

(o the duties of the citizens to their fellow citizens. These keep




&, Clause 21- Application for a patent.
a) Redraft Clause 21(5) as follows

The description shall—

(a) Disclose the invention and all practicable modes, including
specification of the best mode’, of carrying out the invention
known to the inventor at the filling date or, where prionty 1s
claimed, at the priority date of the application, in full, clear,
concise and exact terms as to enable a person who has
ordinary skills in the art to make use of and to evaluate the

e nTIOW e bao o s wdig g

claimed invention: " '”

Justification

To ensure availability of disclosuires most likely“to result in further -
carrynff out of the invention.

b) Clause 21(6) Delete the words ‘skilled in the art’ iz the iourth

nd replace with ‘who has ordinary skill in
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Justification

Standard of disclosure should not be limited to ‘skill in the art’.

7.Clause 32 Grant, registration and pubhcatxon of a pa+~n
Add sub clauses S- 13 ‘to provide “for-post srant opposition *
procedures

£

5) In the event a patent is granted, any interested

petition the registrar to reconsider the gre:z»t on- the
grounds that the patent fails any requirement of this Azt

1 AT SO, 1 £1n 2 e &t G o ST [P U
The petition under this section must be filed within’'one

o

calendar year of the published grant of the patent

- T PR g L G I
shall specily the grou*ﬁ"s thereot.
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8. Clause 35- TUnsearched or unexamined international

“the fourthiline oftheprovision. szl

applications -
Clause 35(4) insert words ‘inventive ‘step, industrial applicability,

or required disclosure’ between the words ‘novelty, ‘and unless’ in

T Clause 38 o 3 - .
a) Delete Clause 38(1) (¢ o
Justification
The clause limits patents on new uses which inhibits innovation.
10. Clause 39- Cbligations of the owner

te the words-‘at least-one’-in the second

line of the provision with the word ‘best’.

b) 39(b) Insert the following after the word grants in the second
line of the provision ‘ncluding denials, revocations,

invalidations, suspensions or lapses;

Justification

rorelan

B
;
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rights of a prior user.

Q

)

Clause 40 Remedies

(a) Clause 40 (1) (a) Replace the word section 39 with section 38 in
the last line of the provision.
Justification

To correct a typographical error,

12, Clause 43- Limitation of rights
BT
LSS

These are provided fo

r under Clause 41 on -
Clause 44- Exception to exclusive rights
Clause 44(a) insert the

11T

words ¢

Or research on’ between the
d ‘on’ in the first line of the provision.

Clause 44(b) insert ti

words ‘teaching ar

the word ‘or educational ‘between the
nd purposes’.
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It is undesirable to " criminslize patent- 1““1-_56.“3.6
validity of patent claims is so ha_rd to determm and since there is
general interest in competition. The patent holder has mar ny

other infringement.remedies.

The EAC Guidelines on the Utilization of Public Health Related WTO-

TRIPS Flexibilities and the Approximation of National Intellectual

Property Legislation also do not recommend use of criminal

proceedings in patent’ _mn:wger_cep* claims:-In- acmuon thé-Maifcb
= .

12 SLafe‘*cTaer consultative meetin g Hoted:”

Q

* Whether or not there is patent infringement, nly

specialists"will-be-able to determine that infringement.

i

Such capacity is lacking in Uganda’s ¢riminal courts.

~ s : y - el =y ] El / =1 A~
* That a person may not even be aware that his/ her act is

holders to intimidate competitors and force them out of

SMEs since Eev will be deterr irom attempting to
reverse engineer” or “invent around” an invention for fear

that there could be a potential patent
§

LR



* That even in developed countries patent infringement is
not dealt with-criminal sanctions as a preterred method.

* That patent rights are individual property rights that need
not make use of the state’s meager funds to enforce their

rights.
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